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Please find below and/or attached an Office communication concerning this application or 
proceeding. 


Commissioner for Patents 

This application was received at the Board of Patent Appeals and Interferences on March 16, 2004. A review of the application has 
revealed a few matters requiring attention by the office prior to docketing of the case. These matters are identified as follows. 

On June 3, 2003, appellants submitted an Appeal Brief (Paper No. 7) by facsimile transmission and requested that any fees which may 
be required be charged to applicant's Deposit Account. On June 6, 2003, the PTO charged $160 to this account. However, it is noted 
that 37 CFR 1. 17(f) (2002) states as follows: © In addition to the fee for filing a notice of appeal, for filing a brief in support of the 

appeal: By other than a small entity---$320.00 should be charged. Hence, the appellants' Brief on Appeal is deficient $160 in 

payment of fees. This error was rectified by charging applicant's deposit account 50-083 1 as requested in the transmittal form for 
Paper No. 7 the additional $160 required. 

In addition, Section 1208 of the Manual of Patent Examining Procedure (MPEP) (Eighth Edition, Rev. 1, Feb. 2003) states: On the 
examiner's answer, below the primary examiner's signature, the word "Conferees:" should be included, followed by the typed or 
printed names of the other two appeal conference participants. These two appeal conference participants must place their initials next 
to their name. This will make the record clear that an appeal conference has been held." The examiner's answer mailed July 14, 2003 
(Paper No. 8) did not comply with this requirement. This error was rectified by the examiner adding the names of the two appeal 
conference participants, "Jack Lavinder" and "Melody Burch" to the last page of the examiner's answer along with their corresponding 
initials. A copy of the corrected examiner's answer is attached hereto. 

Upon correction of these errors by the office, the appellant's case has now been forwarded on to the Board of Appeals for action 
thereupon. 
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Application Number: 09/915,631 
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Appellant(s): BAUDENDISTEL ET AL. 


Frank C. Nicholas 
For Appellant 


EXAMINER'S ANSWER 


This is in response to the appeal brief filed June 3, 2003. 
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(1 ) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 1-20 do not stand or fall 
together and provides reasons as set forth in 37 CFR 1 . 1 92(c)(7) and (c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

5,726,886 YAMAKADO ET AL. 3-1 998 
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(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamakado et al. 

Regarding Claim 1, Yamakado et al discloses a mount 162a/162b (see Figure 
17) for a powertrain component 161 of a motor vehicle (see column 14 lines 57 et al) 
having all the features of the instant invention including: a first plate 41 connected to a 
powertrain component, a second plate 42 connected to a frame of a motor vehicle (at 
least indirectly connected, as suggested by column 14 lines 57 et al), and means 167 
for measuring a capacitance between the first plate and the second plate to derive an 
actual value (see column 7 lines 34-48), comparing the actual value with an expected 
value (see column 7 lines 53-59), and adjusting damping characteristics of the mount as 
a function of a difference between the actual value and the expected value (see column 
8 lines 55-62 and column 14 line 57 - column 15 line 14 and note that the capacitance 
between plates 41 and 42 in the acceleration differential sensor discussed in column 7 


Application/Control Number: 09/91 5,631 Page 4 

Art Unit: 3683 

and shown in Figure 4 can be used by the system controller 167 to adjust the damping 
characteristics of the engine mounts 162a and 162b). 
Regarding Claim 2, see controller 167. 

Regarding Claim 3, again see means 167 which is readable as a capacitance-to- 
voltage device connected to the plates. 

Regarding Claim 4, see Figure 17 wherein first plate 41 would be fixed relative to 
the powertrain equivalent component 161 (at least through joint 13, wherein as 
described in column 7 lines 11-15, the pendulum 1, in which plate 41 is attached 
thereto, can only move in one direction, therefore plate 41 is fixed, at least to some 
extent, with respect to the powertrain equivalent component 161, i.e., fixed in the 
directions the pendulum 1 is not allowed to move in). 

Regarding Claim 5, see Figure 17 and second plate 42 would be fixed to some 
portion of the frame of a motor vehicle. 

Regarding Claim 6, see Claim 1 above. 

Regarding Claim 7, see engine 161 in Figure 17. 

Regarding Claims 8 and 9, see Figure 4 where inherently plates 41 and 42 would 
be alternately charged, i.e., one positively charged and one negatively charged. 
Regarding Claim 10, see Claims 1 and 2 above. 
Regarding Claim 1 1 , see Claim 1 . 
Regarding Claim 12, see Claim 4. 
Regarding Claim 13, see Claim 5. 
Regarding Claim 14, see Claim 6. 
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Regarding Claim 15, note capacitance-to-voltage device 167 forms part of the 
controller and is thus connected to the controller. 

Regarding Claim 16, see engine 161 in Figure 17. 

Regarding Claims 17 and 18, see Claims 8 and 9 above. 

Regarding Claim 19, see Claims 1, 2, 4, 8, 9, and 10 above. 

Regarding Claim 20, see Claim 6. 
(11) Response to Argument 

Applicant's argument A: The plate 42 of Yamakado et al is not connected 
to a frame 

Regarding applicant's argument A, the examiner contends that plate 42 of the 
reference is in fact connected to a frame. As shown in Figure 17, sensor 163 is the 
sensor which would contain plate 42 (the structure of the sensor being shown in Figure 
4 of the reference as stated in column 15 lines 4-7). This plate 42, while not being 
directly connected to the frame of the assembly (the frame being the portion located 
directly below the engine mounts), is indirectly connected to the frame at least through 
the controller component 167 and engine mounts 162a and 162b or subsequently, 
indirectly connected through the engine 161 and the engine mounts. 

Therefore, since applicant has not claimed that the second plate 42 is directly 
connected to a frame, this limitation is met by Yamakado et al. 
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Applicant's argument B: With respect to Claim 19. the plate 41 of 
Yamakado et al is not fixed relative to a powertrain component or a frame 

Regarding applicant's argument B, the examiner contends that plate 41 of the 
reference is fixed, at least to some extent, to the powertrain component 161 . As 
discussed in column 7 lines 1 1 -1 5 of the reference, at least through joint 1 3, the 
pendulum 1, in which plate 41 is attached thereto, can only move in one direction, 
therefore plate 41 is fixed, at least somewhat, with respect to the powertrain equivalent 
component 161, i.e., fixed in the directions/planes the pendulum 1 is not allowed to 


For the above reasons, it is believed that the rejections should be sustained. 


Jack Lavinder *yj£T 
Melody Burch vVB 
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move in. 


Pam Rodriguez 
Primary Examiner 
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